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DETAILED ACTION 

• This action is responsive to the following communication: Amendment and Declaration 
of prior invention filed on 12/4/06. 

• Claims 1-28 are currently pending. 



AFFIDAVIT & DECLARATION 

The declaration filed on 12/4/06 under 37 CFR 1.131 is sufficient to overcome the US 
6206750 to Barad and US 5984778 to Murphy references. Note: current application 
claims priority (CIP) to s/n 09149650 with effective filing date of 9/8/1998, therefore, US 
5984778 to Murphy is a 102(e) reference rather than 102(b) reference as stated in Office 
Action dated 6/2/06. In conclusion, declaration of prior invention filed on 12/4/06 
effectively overcomes these cited prior art references (US 6206750 & US 5984778). 

Response to Arguments 

The declaration filed on 12/4/06 under 37 CFR 1.131 is sufficient to overcome the US 
6206750 to Barad and US 5984778 to Murphy references. Therefore, the rejection has 
been withdrawn. However, upon further consideration, a new ground(s) of rejection is 
made in view of newly found prior art references. 

Claim Rejections - 35 USC §102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1-2, 8-25, 27 are rejected under 35 U.S.C. 102(b). as being anticipated by Laurush 
etal (US 5413383). 

Regarding claim 1, Laurush discloses a method including: 
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• forming, from a single sheet (fig. 1), at least two of a carrier waybill area (middle 
panel, fig. 1), a packing list area (upper panel, fig. 1), and customizable component area, 
wherein 

• if one of the at least two areas include the carrier waybill area, printing a carrier waybill 
on the carrier waybill area (middle panel, fig. 1), 

• if one of the at least two areas includes the packing list area, printing a packing list on 
the packing list area (upper panel, fig. 1), and 

• if one of the at least two areas includes the customizable component area, printing a 
customizable component on the customizable component area. 

Regarding claim 2, Laurush further discloses a method of claim 1, wherein the 
forming includes all of the areas (all three areas, figs. 2-9, col. 4, lines 49-58). 

Regarding claim 8, Laurush further discloses the method of claim 1, wherein the 
forming includes demarkihg (demarking, fig. 1) indicative of separability of pieces to 
correspond to the at least two areas. 

Regarding claim 9, Laurush further discloses the method of claim 1, wherein the 
forming includes perforating (perforating, fig. 1, col. 2, lines 10-11) indicative of 
separability of pieces to correspond to the at least two areas. 

Regarding claim 10, Laurush further discloses the method of claim 1, wherein the 
at least two areas include the customizable component area and further including: 
combining the customizable component with goods in a package (col. 3, lines 58-60 and 
col. 5, lines 17-60); and shipping (col. 3, lines 58-60) the package in accordance with the 
carrier waybill. 

Regarding claims 11-12, Laurush further discloses the method of claim 1, further 
. including: combining a piece of the sheet comprised of one of the areas with goods in the > 
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package (col. 3, lines 58-60 and col. 5, lines 17-60), and shipping (col. 3, lines 58-60) the 
package. 

Regarding claims 13-14, Laurush further discloses the method 1, further 
including: combining a piece of the sheet comprised of one of the areas with flowers 
(shipping label is for shipping consumer goods and services including flowers, col. 3, 
lines 58-60 and col. 5, lines 17-60) in a package, and shipping (consumer goods and/or 
services, col. 3, lines 58-60) the package. 

Regarding claims 15-17, Laurush further discloses the method of claim 1, wherein 
the component (fig. 1) is comprised of a graphic and/or text (customizable information 
can be either text or graphic such as barcode, fig. 6). 

Regarding claim 18, Laurush discloses a method including: 

• forming multiple parts (multiple parts on a single sheet, fig. 1) from a sheet, the parts 
including at least two of a packing list (packing list, fig. 1), a customizable component, 
and a shipping sheet (shipping list, fig. 1); 

• combining one (shipping label is to attached with package for shipping, fig. 1, col. 1, 
lines 5-8) of the at least two parts with a package, and 

• shipping (fig. 1, col. 1, lines 5-8) the package. 

Regarding claim 19, Laurush further discloses the method of claim 18, wherein 
the sheet is integral (fig. 1) during said printing the at least two of a packing list, a 
customizable component, and a shipping sheet. 

Regarding claim 20, Laurush further discloses the method of claim 18, wherein 
the sheet is not integral (fig. 1) during said printing the at least two of a packing list, a 
customizable component, and a shipping sheet. 
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Regarding claim 21, Laurush further discloses the method of claim 19, wherein 
the printing is facilitated by a TCP/IP communication (col. 2, lines 1-3). 

Regarding claim 22, Laurush further discloses the method of claim 19, wherein 
the printing is facilitated by a TCP/IP communication (col. 2, lines 1-3). 

Regarding claims 23-24, Laurush further discloses the method of claim 18, 
wherein the at least two parts include the shipping sheet, and the shipping sheet 
designates good (ref. 16, fig. 1) in the package. 

Regarding claims 25 & 27, Laurush discloses a method including: 

• forming a combination of a portion (printing multiple components shipping label 10 
using printer, fig. 1,. col. 1, lines 60-61)from a sheet with a package, the portion including 
at least one of a packing list, a customize component, and a shipping sheet (plurality of 
components, fig. 1); and 

• shipping (fig. 1) the combination. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 3-7, 26, and 28 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Laurush as described in claim 1 & 18 above, and in view of Bezos (US 5727163). 

Regarding claim 3, Laurush teaches a system for transmitting customized digital 
message data from a host computer to a printer (col. 2, lines 1-4), but fails to teach and/or 
suggest a customized digital message is transmitted from a consumer ordering system. 
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Bezos, in the same field of endeavor, teaches a well-known example of an 
Internet communication network that allows users/consumers to transmit customized 
digital message from a consumer ordering system to a merchant processing system (fig. 
1). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention was made to modify network system of Laurush to include an Internet 
communication protocol that allows users/consumers to transmit digital message from 
consumer ordering system (e.g. customer's PC) to merchant processing system (e.g. 
supplier's PC) as taught by Bezos. Doing so, it improves purchase transaction more 
efficiently, for example, customer can instruct the merchant/supplier for special delivery 
instructions which can be printed on a shipping label (as taught by Laurush). 

Therefore, it would have been obvious to combine Laurush with Bezos to obtain 
the invention as specified in claim 3. 

Regarding claim 4, Bezos further teaches a method of communicating the 
message to a distribution center (fig. 1). 

Regarding claims 5-7, and 26, Bezos further teaches a method of communicating 
the message to/form a courier shipping computer system, financial institutions (it is well 
known in the art that Internet communication network as shown in fig. 1 can be used to 
communicate digital message to any recipients worldwide including merchants, banks, 
hotels, package handler, shipper such as UPS, Fedex, USPS, and etc). 

Regarding claim 28, Laurush further teaches a method for printing an ornamental 
design on the carrier waybill area (e.g. middle panel includes company logo, fig. 1, 
printing texts and graphics are well known in the art and can be implemented via using 
matrix printer as taught by Laurush). 



Application/Control Number: 09/776,956 
Art Unit: 2625 



Page 



Conclusion 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Thierry L. Pham whose telephone number is (571) 272- 
7439. The examiner can normally be reached on M-F (9:30 AM - 6:00 PM). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David K. Moore can be reached on (571)272-7437. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a USPTO 
Customer Service Representative or access to the automated information system, call 
800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
Thierry L. Phjjm^ 
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PRIMARY EXAMINER 



